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DETAILED ACTION 
Response to Amendment 

1 . The amendment filed 27 October 2008 lias been entered and fully considered. 

2. Claims 1 and 4-14 are pending, claims 2 and 3 have been cancelled. 

Claim Objections 

Claim 6 is objected to because of the following informalities: the word 
"cocrtystal" appears to be a misspelling of "cocrystal." Appropriate correction is 
required. 

Claim 10 is objected to because of the following informalities: the word "power" 
appears to be a misspelling of "powder." Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 4 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 4 recites the limitation "A method as claimed in claim 3," in the first line. 
There is insufficient antecedent basis for this limitation in the claim. 
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Double Patenting 

Claims 1, 4-10, 12, and 14 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1,2,3, and 5 of 
U.S. Patent No. 7,372,941 (IVANISEVIC et al.). Although the conflicting claims are not 
identical, they are not patentably distinct from each other because instant claims 1 , 4- 
10, and 14 recite a method comprised of comparing a PDF trace of a first sample of a 
substance with a PDF trace of a second sample of the substance to identify any similar 
or different solid forms, and instant claim 12 recites a method comprised of providing 
and grouping a plurality PDF traces of substances by similarity into groups through 
hierarchical cluster analysis. The claims of the prior art recite a method of comparing 
received diffraction patterns for similarities and then performing hierarchical cluster 
analysis for results. In light of paragraph [002] of the instant Specification (PDF traces 
are derived from X-ray powder diffraction patterns), It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to use the claimed 
method of the prior art since it expressly recites a method in the claims that uses 
diffraction patterns and hierarchical cluster analysis. 

Claim 1 1 is rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1, 2, 3, and 5 of U.S. Patent No. 7,372,941 
(IVANISEVIC et al.). Although the conflicting claims are not identical, they are not 
patentably distinct from each other because instant claim 1 1 recites a method 
comprised of comparing a PDF trace of a plurality of samples of a substance with one 
or more PDF traces of known solid forms of the substance for identifying any 
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substances in the sample tliat liave a new solid form. The claims of the prior art recite a 
method of comparing received diffraction patterns for similarities. In light of paragraph 
[002] of the instant Specification (PDF traces are derived from X-ray powder diffraction 
patterns), it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to use the claimed method of the prior art since it expressly 
recites a method in the claims that uses diffraction patterns for analysis; in addition, 
simple substitution of one known element for another to obtain predictable results (such 
as comparing two different diffraction patterns for analysis, whether one of the patterns 
is known or unknown) is an exemplary rational of obviousness. KSR, 550 U.S. at_, 82 
USPQ2d at 1396. 

Claim 13 is rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1, 2, 3, and 5 of U.S. Patent No. 7,372,941 
(IVANISEVIC et al.)- Although the conflicting claims are not identical, they are not 
patentably distinct from each other because instant claim 13 recites a system comprised 
of a means of comparing a PDF trace of a first sample of a substance with a PDF trace 
of a second sample of the substance to identify any similar or different solid forms. The 
claims of the prior art recite a method of comparing received diffraction patterns for 
similarities and then performing hierarchical cluster analysis for results. In light of 
paragraph [002] of the instant Specification (PDF traces are derived from X-ray powder 
diffraction patterns), it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to use the claimed method (Examiner takes the 
position that the method constitutes as a means of doing an action or function) of the 
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prior art since it expressly recites a method in the claims that uses diffraction patterns 
for comparative analysis. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

Claims 1 and 4-14 are rejected under 35 U.S.C. 102(e) as being anticipated by 
U.S. Patent Application Publication 2003/0123057 (LEMMO et al.). 

Instant claims 1, 4-10, and 14 recite a method comprised of comparing a PDF 
trace of a first sample of a substance with a PDF trace of a second sample of the 
substance to identify any similar or different solid forms. LEMMO et al. discloses a 
method of screening an array of samples and determining if any share spectral features, 
which is similar to comparing diffraction patterns, in paragraphs [0017] and [0021]- 
[0022], as well as the use of X-ray diffraction analysis in paragraph [0141]. 

Instant claim 1 1 recites a method comprised of comparing a PDF trace of a 
plurality of samples of a substance with one or more PDF traces of known solid forms of 
the substance for identifying any substances in the sample that have a new solid form. 
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LEMMO et al. discloses in paragraph [0018] the screening of an array of samples for 
the presence of a particular form of a compound-of-interest. In addition, paragraph 
[0203] presents an example of the analysis done using a known sample. 

Instant claim 12 recites a method comprised of providing and grouping a plurality 
PDF traces of substances by similarity into groups through hierarchical cluster analysis. 
Paragraph [0021] and [0023] of LEMMO et al. discloses a method of analyzing and 
calculating similarities of a plurality of samples via clustering. 

Instant claim 13 recites a system comprised of a means of comparing a PDF 
trace of a first sample of a substance with a PDF trace of a second sample of the 
substance to identify any similar or different solid forms. Paragraph [0020] of LEMMO 
et al. discloses a system for analyzing samples using a method as disclosed in 
paragraphs [0017] and [0021]-[0022] that encompasses analyzing a plurality of samples 
using spectral data to identify similarities. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. U.S. Patent 6,977,723 (LEMMO et al.) discloses a system for 
screening of solid forms in lines 39-50 of column 4. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BRYAN T. KILPATRICK whose telephone number is 
(571)270-5553. The examiner can normally be reached on Monday - Friday, 7:30 am - 
4:00 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on (571)272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Samuel P Siefke/ 

Primary Examiner, Art Unit 1797 
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